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Attorney Docket No.: EMS-02-016U 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



IN RE APPLICATION OF: 

Edward A. Jesser 

FOR: RFID TAG ASSEMBLY 
AND SYSTEM 

SERIAL NO. to be assigned 

FILED: to be assigned 

ART UNIT NO: to be assigned 

EXAMINER: to be assigned 

Attorney Docket No: EMS-02-016U 



the specification of which: 

(a) _2L is attached hereto 

(b) was filed on , as AppUcation Serial No. 

and was amended on 



(c) was described and claimed in International Application No. 

filed on and as amended on 



STATEMENT OF FACTS IN SUPPORT OF FILING 
ON BEHALF OF NONSIGNING INVENTOR (37 CFR 1.47) 

This statement is made as to the exact facts that are relied upon to establish the diligent 
effort made to secure the execution of the declaration by the nonsigning inventor for the above- 
identified patent application before deposit thereof in the U.S. Patent and Trademark Office. 

X_ Because signing on behalf of the nonsigning inventor is by 
a person or entity showing a sufficient proprietary interest, this 
statement also recites facts as to why this action was necessary 
to preserve the rights of the parties or to prevent irreparable change. 
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This statement is being made by the available person having first-hand knowledge of the 
facts recited therein. 

A. Identification of Person Making Statement Of Facts 

Mark Nicholson 
160 Oak Creek Blvd 
Scotts Valley, CA 95066 

B. Last Known Address of the Nonsigning Inventor 

Edward A. Jesser 
20842 Nez Perce Trail 
Los Gatos, CA 95030 

C, Details of Refusal of Nonsigning Inventor to Sign Application Papers 

1 . On or about January 1, 2000, Edward A. Jesser ("Jesser") entered into a Consulting 
Agreement with Escort Memory Systems ("EMS") to perform certain prescribed services for 
EMS. Paragraph 6 of the Consulting Agreement provides: 

All inventions, discoveries, concepts and ideas whether patentable 
or not, including all forms, such as: hardware, software, processes, 
methods, techniques as well as improvements thereto conceived 
(collectively referred as "Developments"), made, conceived or 
developed by Consultant and its agents, alone or with others, which 
(i) result from or relate to the Services; (ii) which Consultant or its 
agents may receive from the Company while performing the Service; 
or (iii) result from use of the Company's equipment, facilities or 
materials shall be property of the Company. Consultant hereby assigns 
his or her entire right, title and interest in and to all such Developments 
and any intellectual property rights arising therefrom and any Developments 
and related intellectual property resulting from the services performed 
by Consultant on behalf of the Company prior to the date hereof. 
Consultant shall further cooperate with the Company in connection with 
any applications, filings, or documents prepared and or filed related to the 
Developments. However, the Company shall have no rights to any products 
or information owned or developed by Consultant or its suppliers prior to 
August 1, 1999 or modifications to such products or information in 
in connection with the Project Assignment, 

A copy of the Consulting Agreement is attached to the "Statement Establishing 
Proprietary Interest", filed concurrently herewith. 
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2. From May to July 2000, at the directive of EMS, Jesser conceived, developed and 
reduced to practice certain inventions related to RFID Tag Assemblies and Systems. The noted 
inventions are disclosed in Provisional Application S/N 60,224,932, which was filed on August 
11, 2000 (i.e., the priority application). 

3. In or about September 2000, the specification embodying the subject inventions was 
prepared and presented to Jesser for review. Upon receipt of Jesser' s comments and 
recommended amendments to the specification, a final specification was prepared by EMS' 
attorneys. 

4. In or about October, 2000, the revised specification, including claims and figures 
(i.e.. Utility Application), was presented to Jesser. The Declaration and Assignment were also 
presented to Jesser for execution. 

5. Notwithstanding the express terms of the Consulting Agreement, shortly after receipt 
of the noted documents, Jesser verbally refused to sign the Declaration and Assignment. Jesser 
contended that the inventions embodied in the specification were not subject to the Agreement. 
Jesser also demanded additional compensation for the Assignment of the inventions to EMS, 

6. Since October 2000, EMS has attempted, and continues to attempt to resolve the 
instant matter. Indeed, notwithstanding the express terms of the Agreement on or about 
November 1, 2000, EMS offered Jesser additional compensation in the amount of $2000 to 
execute the Declaration and a form Assignment. A counter-offer has yet to be offered by Jesser. 

D. Efforts During Convention Year to Prepare Application 

and Obtain Inventor's Signature 

1. As indicated, within two (2) months of filing Provisional Application S/N 60/224,932 
a Utility Application (specification, claims and figures) was prepared and presented to Jesser. 

2. Although Jesser approved the application, submitted herewith, Jesser refiised to sign 
the Declaration to effectuate the filing of the application. 

3. As also indicated, since October 2000 EMS has attempted to negotiate mutually 
agreeable terms under which Jesser would agree to execute the Declaration. 

E. Proof of need to prevent irreparable damage or preserve 

the rights of the parties 

1, As indicated, the subject inventions are embodied in Provisional App'l S/N 
60/224,432, which was filed on August 11, 2000. The statutory bar date to claim priority of the 
Application is thus August 10, 2001 . Foreign filings based on the Provisional Application must 
also be effectuated on or before August 1 1 , 2001 . 
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2. EMS thus respectfully submits that a filing date for the Application submitted 
herewith is imperative to avoid the statutory bar and, hence, preserve its rights in and to the 
inventions embodied therein. 

3. EMS has invested considerable time and resources developing and marketing the 
subject inventions and has developed a firm plan for commercialization. EMS will thus suffer 
irreparable damage if it is not accorded a filing date prior to the statutory bar dates. 

4. EMS fiarther submits that on or about Cc.Q\.^\ , the Consulting Agreement was 
terminated by EMS. Although Jesser has not indicated such, EMS' attorneys have advised EMS 
that Jesser could assign (or license) the subject matter of the application to a competitor of EMS. 
Such an act would be extremely detrimental to EMS. 




Mark Nicholson 

President - Escort Memory Systems 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



IN RE APPLICATION OF: 

Edward A. Jesser 

FOR RFID TAG ASSEMBLY 
AND SYSTEM 

SERIAL NO. to be assigned 

FILED: to be assigned 

ART UNIT NO: to be assigned 

EXAMINER: to be assigned 

Attorney Docket No: EMS-02-016U 



the specification of which: 

(a) _Ji_ is attached hereto 

(b) was filed on , as Application Serial No, 

and was amended on 



(c) was described and claimed in International Application No. 

filed on and as amended on 



STATEMENT ESTABLISHING PROPRIETARY INTEREST BY 
PERSON SIGNING ON BEHALF OF NONSIGNING INVENTOR 

L I, Mark A. Nicholson, residing at 160 Oak Creek Blvd, Scotts Valley, CA 95066, am the 
person signing the Declaration on the above identified application on behalf of the nonsigning 
inventor and make this statement as to the facts establishing my proprietary interest. 
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n. As of the date I signed the Declaration for this application, the proprietary 
interest in this invention; 

belonged to me 

X belonged to the following juristic person: 

Escort Memory Systems 
170 Technology Circle 
Scotts Valley, California 95066 

and I am authorized to sign the statement on behalf of the juristic person, 
my title being President . 

m. 

A. I establish the proprietary interest by 

attaching a copy of the assignment of this invention by the nonsigning 

inventor. 

X attaching a copy of the agreement whereby the nonsigning inventor agreed 
to assign this invention. 

Or 

B. Although there is no assignment or written assignment to assign, a sufficient 
proprietary interest is demonstrated by the attached legal memorandum 
establishing that a court of competent jurisdiction would, by the weight of 
authority in that jurisdiction, award title in the invention to me or the legal 
entity on whose behalf I have authority to sign. 

IV. Assignee's Statement 

In accordance with 37 CFR 3.73, the assignee hereby states that the evidentiary documents 
with respect to its ownership have been reviewed and that, to the best of Assignee's 
knowledge and belief, title is in the Assignee seeking to take this action. 
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V, Proof of Need to Prevent Irreparable Damage 
or Preserve the Rights of the Parties 

1 . As indicated in the "Statement of Facts in Support of Filing on Behalf of 
Nonsigning Inventor, submitted herewith, the subject inventions are embodied in 
Provisional App'l S/N 60/224,432, which was filed on August 11, 2000. The statutory bar 
date to claim priority of the application is thus August 10, 2001 . Foreign filings based on 
the application must also be eflfectuated on or before August 1 1, 2001. 

2. EMS thus respectfiiUy submits that a filing date for the application submitted 
herewith is imperative to avoid the statutory bar and, hence, preserve its rights in and to 
the inventions embodied therein. 

3. EMS has invested considerable time and resources developing and marketing the 
subject inventions and has developed a firm plan for commercialization. EMS will thus 
suffer irreparable damage if it is not accorded a filing date prior to the statutory bar dates. 





Mark Nicholson 
President - Escort Memory Systems 
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